The opinion in support of the decision being entered today was not witten for
publication and is not binding precedent of the Board.

Paper No. 25

UNI TED STATES PATENT AND TRADEMARK OFFI CE
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ON BRI EF

Before GARRI S, WALTZ, and SM TH, Adm ni strative Patent Judges.

WALTZ, Admi nistrative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal under 35 U.S.C. § 134 fromthe
exam ner’s refusal to allow clains 15 through 17 and 20
t hrough 22 as anended subsequent to the final rejection (see
t he anendnents dated Mar. 9, 1998, Paper No. 10, and May 6,
1998, Paper No. 13, entered as per the Advisory Actions dated
Apr. 3, 1998, Paper No. 11, and May 20, 1998, Paper No. 15).
Clainms 15-17 and 20-22 are the only clains remaining in this

appl i cation.
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According to appellant, the invention is directed to
nmet hods of applying a polymeric cover to a stent (Brief, page
1). A copy of representative claim15 is attached as an
Appendi x to this decision.

The exam ner has relied upon the follow ng references as

evi dence of obvi ousness:

Kast er 4,441, 215 Apr. 10, 1984
MacG egor 5, 015, 253 May 14, 1991

G anturco 5,282, 824 Feb. 1, 1994

(filed June 15, 1992)

Sinmon et al. (Sinon) 5, 354, 308 Cct. 11, 1994

(filed May 1, 1992)

The clains on appeal stand rejected under the first
paragraph of 35 U . S.C. 8§ 112 “as containing subject matter
whi ch was not described in the specification in such a way as
to reasonably convey to one skilled in the relevant art that
the inventor(s), at the tine the application was filed, had
possession of the clained invention,” i.e., failure to fulfill
the witten description requirenent! (Answer, page 4). The
clains on appeal also stand rejected under 35 U . S.C. § 103 as

unpat ent abl e over MacG egor in view of G anturco and Kaster

1 See Vas-Cath Inc. v. Mhurkar, 935 F.2d 1555, 1560,
19 USP2d 1111, 1114 (Fed. Cir. 1991).
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optionally further in view of Sinon (Answer, page 5. W

reverse the examner’s rejections for reasons which foll ow



Appeal No. 1999- 0253
Application No. 08/636, 206

OPI NI ON

A.  The Rejection under Section 112, 11

The exam ner finds that the original specification
supports allowi ng the stent to radially expand but finds no
support for the claimed alternative of “radially expandi ng at
| east the portion of the stent in the tube” (Answer, page 4).
In other words, the clains on appeal recite both active and
passive steps of radially expanding the stent while the
exam ner asserts that the original specification fails to
reasonably convey these two different types of expansion to
one of ordinary skill in the art (Answer, pages 11-12). W
di sagr ee.

As correctly argued by appellants (Brief, pages 3-4;
Reply Brief, pages 1-2), the original specification teaches
that the invention is not limted to the enbodi mrent shown but
is “applicable to any kind of expandable stent having a
di scontinuous wall.” Specification, page 5, |I. 2-5.

Appel l ants assert that active sense expandable stents were
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well known in the art as of the original filing date and the
exam ner has not contested this assertion (Answer, page 12).°2

| psis verbis disclosure is not necessary to satisfy the
witten description requirenmnent of section 112. The
di scl osure need only reasonably convey to persons skilled in
the relevant art that the inventor had possession of the
subject matter in question. See In re Edwards, 568 F.2d 1349,
1351-52, 196 USPQ 465, 467 (CCPA 1978). The exam ner has not
met the initial burden of proof by failing to provide reasons
why one of ordinary skill in the stent art woul d not consider
the description (at page 5, Il. 2-5, of the specification) in
addition to the knowl edge in the art that active sense
expandabl e stents were conventional sufficient to reasonably
convey that appellant was in possession of the subject matter
in question. See Inre Alton, 76 F.3d 1168, 1175, 37 USPQd
1578, 1583 (Fed. Cir. 1996).

For the foregoing reasons, the rejection of the clains on
appeal under the first paragraph of 35 U S.C. § 112 is

rever sed

2 As an exanple of active sense expanding stents, see the
prior art discussed by MacGregor at col. 2, Il. 24-50.
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B. The Rejection under 35 U.S.C. § 103

The exam ner acknow edges that G anturco, the secondary
reference enpl oyed by the exam ner to teach the use of an
el astoneric sleeve or covering for stents, is silent as to how
the stent is fitted within the tubular preforned sl eeve
(Answer, page 8). Nonethel ess, the exam ner concl udes t hat
“one of ordinary skill in the art would have readily
under st ood that sone techni que was used to position the stent
of Ganturco wthin the prefornmed tubul ar sl eeve” and thus
woul d have used the stent insertion technique taught by
MacG egor for deploynent of a stent in a catheter (Answer,
pages 8-9, enphasis added). However, the exam ner has not
identified any support in Ganturco for the finding that the
sl eeve is “prefornmed” or any reason or suggestion for the
conbi nati on of the references as proposed.

Evi dence of a suggestion, teaching, or notivation to
conbi ne references may flow fromthe prior art references
t hensel ves, the know edge of one of ordinary skill in the art,

or fromthe nature of the problemto be solved. See In re

Denbi czak, 175 F.3d 994, 999, 50 USPQ2d 1614, 1617 (Fed. Cr
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1999). The exam ner has not identified any convincing, clear
evi dence of a reason, teaching or notivation to adapt the

cat heter depl oynent technique of MacG egor to a nethod of

form ng the covered stent of Ganturco. It is noted that the
depl oynent net hod of MacGr egor requires rel ease of the stent
fromthe catheter while the clains on appeal require

“chem cally bonding at |east the portion of the stent and the
tube together.” See claim 15 on appeal and MacG egor, col. 2,
[1. 1-4. 1t is also noted that the exam ner has not
identified any portion of G anturco that discloses or suggests
that the sleeve or tube is “prefornmed.” The exam ner’s own
reference to Kaster discloses formation of the sleeve or
covering tube by a nethod other than insertion of the stent
into a preformed tube, i.e., by deposition of liquid plastic
material on the stent (col. 4, IIl. 1-8; col. 7, Il. 12-25).
Accordingly, we determ ne that the exam ner has not identified
any reason, teaching, or notivation fromthe references

t hensel ves, the nature of any known problem or the know edge
of the prior art, that would support the proposed conbination

of references. Kaster, as di scussed above, and Si non have
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been applied to show additional features of the clained
subj ect matter and do not renedy the deficiency noted above.
For the foregoing reasons, we determ ne that the exam ner
has not presented a case of prina facie obviousness in view of
the reference evidence. Accordingly, the rejection of the
cl ains on appeal under section 103 over MacGregor in view of
G anturco and Kaster, optionally further in view of Sinobn
cannot be sustai ned.
C. Summary
The rejection of clains 15-17 and 20-22 under 35 U. S.C.

8§ 112, 91, is reversed. The rejection of clains 15-17 and 20-
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under 35 U.S.C. 8§ 103 over MacGregor in view of G anturco and
Kaster, optionally further in view of Sinon, is reversed.
The decision of the exam ner is reversed.

REVERSED

JEFFREY R SM TH
Adm ni strative Patent Judge

BRADLEY R GARRI S )
Adm ni strative Patent Judge )
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SCI MED LI FE SYSTEMS, | NC.
ONE SCI MED PLACE, M S. A150
MAPLE GROVE, MN 55311-1566
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APPENDI X

15. A nethod for applying a covering |layer to a stent
conpri si ng:

(a) form ng a tube made out of an el astoneric
pol ymeri sabl e conposition;

(b) radially contracting the stent;

(c) inserting into the tube at |east a portion of the
stent; and

(d) radially expanding at | east the portion of the stent
in the tube or allowing at |east the portion of the stent to
expand in the tube, and chem cally bonding at |east the
portion of the stent and the tube together.
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